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Application Papers 
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DETAILED ACTION 
Claim Rejections - 35 USC § 112 

1 . The following is a quotation of the first paragraph of 35 U.S.C. 1 1 2: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact tenns as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

2. Claims 1-20 are rejected under 35 U.S.C. 1 12, first paragraph, because the 
specification, while being enabling for the first polymeric composition (SCC polymer), 
does not reasonably provide enablement for a second polymeric composition (PSA). 
Applicant does not disclose what the PSA is comprised of. 

Claim Rejections - 35 USC § 102(b) 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

4. Claims 1-10 and 20 are rejected under 35 U.S.C. 102(b) as being anticipated by 
JP8(JP8-311716A). 

JP 8 discloses a bicomponent fiber or composite fiber comprising a first 
polymeric composition comprising polyolefin and paraffin wax having a melting 



Application/Control Number: 10/777,520 Page 3 

Art Unit: 1774 

temperature of greater to or equal than 80 C and a heat of fusion greater than or equal 
to 30m/mg and a second polymeric composition (abstract). The examiner has reason to 
believe that JP 8 Inherently posses the same onset melting temperature, volume 
expansion, cross section and shape capabilities due to having the same structural 
Identity as claimed. The claiming of a new use, new function or unknown property which 
is inherently present in the prior art does not necessarily make the claim patentable. In 
re Best, 562 F.2d 1252, 1254, 195 USPQ 430. 433 (CCPA 1977). Mere recitation of 
newly-discovered function or property, inherently possessed by things in prior art, does 
not cause claim drawn to those things to distinguish over prior art. Regarding claim 20, 
which is a product by process claim, the invention defined by claim 20 is a multi- 
component fiber, which Is met by JP 8. The patentability of a product does not depend 
on its method of production. If the product in the product-by-process claim is the same 
as or obvious from a product of the prior art, the claim is unpatentable even though the 
prior product was made by a different process." In re Thorpe, 777 F.2d 695, 698, 227 
USPQ 964, 966. Further, process limitations are given no patentable weight in product 
claims. 

Claim Rejections - 35 USC 102(e) 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
fonn the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b). by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
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granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21 (2) 
of such treaty in the English language. 

6. Claims 1-20 are rejected under 35 U.S.C. 102(e) as being anticipated by Clark et 
al (U.S. 6.723,669). 

Clark discloses an extruded multicomponent fiber comprising a first crystalline 
olefin polymeric component and second amorphous olefin polymeric component having 
a continuous cross section throughout its length (column 2, lines 8-30; column 3, lines 
12-20 and column 8, lines 51-55) where the amorphous polymer has a lower degree of 
crystallinity (column 5, lines 65-67). Clark further discloses the multicomponent fibers 
can vary as desired, vary in shape and can be positioned in a sIde-by-side anrangement 
or sheath/core arrangement (column 3, lines 30-40 and 52-55) where the polymers can 
be an'anged in polyolefin/polyamide; polyolefin/polyolefin or polyolefin/polyester 
arrangement (column 4, lines 58-60). The first component has a heat effusion ranging 
from 1-18) where the first and second components having good stretch and recovery 
characteristics (column 6, lines 55-60). The material is woven fabric (yarn) (column 11, 
lines 59-62 and column 12, lines 5-6) which can be used in garments such as pants or 
shirts (column 15, lines 47-52). The examiner has reason to believe that JP 8 Inherently 
posses the same onset melting temperature, volume expansion, cross section and 
shape capabilities due to having the same structural identity as claimed. The claiming of 
a new use, new function or unknown property which is inherently present in the prior art 
does not necessarily make the claim patentable. In re Best. 562 F.2d 1252, 1254. 195 
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USPQ 430, 433 (CCPA 1977). Mere recitation of newly-discovered function or property, 
inherently possessed by things in prior art, does not cause claim drawn to those things 
to distinguish over prior art. Regarding claim 20, which is a product by process claim, 
the invention defined by claim 20 is a multi-component fiber, which is met by JP 8. The 
patentability of a product does not depend on Its method of production. If the product in 
the product-by-process claim is the same as or obvious from a product of the prior art, 
the claim Is unpatentable even though the prior product was made by a different 
process." In re Thorpe, 777 F.2d 695, 698, 227 USPQ 964, 966. Further, process 
limitations are given no patentable weight in product claims. 

Conclusion 



7. Any inquiry concerning this communication or eariler communications from the 
examiner should be directed to Lawrence Ferguson whose telephone number is 571- 
272-1522. The examiner can nomially be reached on Monday through Friday 9:00 AM 
- 5:30PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Rena Dye, can be reached on 571-272-3186. The fax phone number for the 
organization where this application or proceeding Is assigned is 571-273-8300. 

Infomiation regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status Information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status infomiation for unpublished applications is available through Private PAIR only. 
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For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




L. Ferguson 
Patent Examiner 
AU 1774 
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